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DETAILED ACTION 



1. 



This Office Action is in response to the amendment filed 10 January 2005. 



2. 



Claims 1,7, 9, 12, and 16-18 were amended. 



3. 



Claims 1-22 are pending in this Office Action. 



Response to Amendment 



4. The objection to the specification regarding the title was addressed and is withdrawn. 

5. The objections to claims 1-19 are withdrawn. 

6. The rejection of claims 1-4 and 9-11, 16-17, and 20-22 under 35 U.S.C 101 are still 
standing, while the rejection of claims 5-8 was addressed and is withdrawn. 

7. Applicants' arguments have been fully considered but they are not persuasive for the reasons 
set forth below. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



9. Claims 1-4 and 9-11, 16-17, and 20-22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

10. The language of claims 1-4 raises a question as to whether the claim is directed merely to an 
abstract idea that is not tied to a technological art, environment or machine which would 



Claim Rejections - 35 USC § 101 



8. 



35 U.S.C. 101 reads as follows: 
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result in a practical application producing a concrete, useful, and tangible result to form the 
basis of statutory subject matter under 35 U.S.C. 101 . 



While claim 1 recites a "computer-based" user guidance method, there is nothing in claims 1- 
4 which explicitly indicates that a computer is performing any of the steps. This is further 
compounded by Applicants' use of the word "permitting", which merely means that the steps 
following "permitting" are not prevented from occurring, not that they are actually occurring. 

1 1 . While not explicitly stated in claim 5 or 7 that the steps are occurring in a computer system, 
the language of the claims is such that it appears unreasonable to interpret them as occurring 
anywhere but within a computer network. Therefore, claims 5-8 are not included in this 
rejection. 

12. With respect to claim 9, none of the components of the "system" appear to be limited to 
hardware. It is noted that claim 9 includes the word "processor," which would normally be 
interpreted as hardware; however, a review of Applicants' specification, particularly the 
discussion on pages 5-6 raises a question as to whether this is the case. Specifically, the 
discussion is that a server can be used for the manager, generator and processor functions, 
which suggests that the manager, generator and processor are all software. Thus, absent 
recitation of the server or some other hardware, claim 9 is not limited to tangible 
embodiments, instead being sufficiently broad to encompass software, per se. Claims 10-11 
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fail to add any additional structure to the system, instead merely further limiting the intended 
use of the system. Thus, they fail to overcome the deficiencies of claim 9. 

13. With respect to claims 16 and 17 recite an object , control system, which is likewise 
essentially software per se. Applicants do not explicitly state that computer hardware is 
present anywhere in the system. While claim 16 recites a "computer-based" user guidance 
method, there is nothing in claims 16 or 17 which explicitly indicates that a computer is 
performing any of the steps. 

14. With respect to claim 20, the language of the claim appears to be drawn to non-functional 
descriptive material. An "object" as recited in claim 20 is data, per se, lacking any 
functionality. Even if the object was amended to include functional code, claim 20 fails to 
tangibly embody the object, so it would still be non-statutory. 

15. With respect to Claims 21 and 22, they recite "...said program permitting said computer to 
perform..." which is not substantially equivalent to the program being executed by a 
computer to cause the computer to perform the recited steps. Again, Applicants' use of the 
word "permitting" raises a question as to what the claim actually requires. It is unclear what 
program is being stored and whether or not this program explicitly causes the computer to 
perform the steps in the claim. 
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Claim Rejections - 35 USC §102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the Applicants for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the Applicants for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

17. Claims 1-9, 11, 18, 19, 21, and 22 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Miles et al. (U.S. 6,102,406). 

18. As to claim 1, Miles teaches a computer-based user guidance method comprising the steps 
of: permitting an object, that can be obtained by a user, to appear at a specific location of a 
specific site (Miles, col. 10, lines 45-49), moving the object (Miles, col. 10, line 64-col. 11, 
line 1), and a user who wishes to obtain the object is guided to predetermined content 
available at the site (Miles, col. 3, lines 35-38). A hyperlink is an object and therefore having 
the link appear at a different page after a previous page is accessed is inherently moving it. 

19. As to claim 2, Miles discloses the invention substantially as described in claim 1, including 
waiting until object is obtained by users (Miles, col. 10, lines 45-49) and permitting the 
object, after it has been obtained by any of the users, to appear at a different location at a 
specific site (Miles, col. 10, line 64-col. 11, line 1). 
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20. As to claim 3, Miles discloses the invention substantially as described in claim 1, including 
providing information concerning the location of the object to the user (Miles, col. 10, lines 
5-8). 

21. As to claim 4, Miles discloses the invention substantially as described in claim 1, including 
moving the object along a predetermined route and consequently the user is guided through 
predetermined content in accordance with a specific order (Miles, col. 4, lines 48-57). 

22. As to claim 5, Miles discloses the invention substantially as described in claim 1, including 
permitting the object to appear at specific locations at multiple sites across a network and 
moving the object across this network (Miles, col. 3, lines 26-31). 

23. As to claim 6, Miles discloses the invention substantially as described in claim 5, including 
moving an object along a predetermined route across multiple sites on a network and 
consequently the user is guided through predetermined content in accordance with a specific 
order (Miles, col. 10, line 64-col. 11, line 2). In order for the participant to be presented with 
the next clue, he must submit the correct answer to the current question, so a predetermined 
order is inherent. 

24. As to claim 7, Miles discloses a computer-based content advertising method (Miles, col. 1, 
lines 6-7) comprising: permitting an object, that can be obtained by a user, to appear on a 
network that multiple users can browse and moving the object when a predetermined user 
browses its contents to contents multiple users can browse (Miles, col. 12, line 66-col. 13, 



Application/Control Number: 09/855,281 Page 7 

Art Unit: 2155 

line 5), and where the user who desires to obtain the object is guided to browse network 
contents (Miles, col. 10, lines 24-27). 

25. As to claim 8, Miles discloses the invention substantially as described in claim 7, including at 
the step of moving the object through contents multiple users wish to browse (Miles, col. 12, 
line 66-col. 13, line 5). 

26. As to claim 9, Miles discloses a computer-based user guidance system comprising: an object 
manager for managing the location of an object on a network (Miles, col. 13, lines 36-46), a 
position information generator for generating information concerning the location of the 
object and for providing information to a user (Miles, col. 10, lines 5-8), a processor for 
performing a predetermined process when the object is selected by a predetermined user 
(Miles, col. 1 1, lines 1-5), and the object manager arranges the object at a desired location in 
order to guide the user to the desired contents on the network (Miles, col. 10, lines 14-49). 

27. As to claim 11, Miles discloses the invention substantially as described in claim 9, including 
a processor transmitting a notification that the object has been selected by a predetermined 
user to the object manager that managers information about a specific user (Miles, Fig. 5, 
element 32), and all others who select the object are not regarded as having selected the 
object (Miles, col. 12, lines 30-35). 
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28. As to claim 18, Miles discloses a computer-based object control system comprising: an 
object stored in a predetermined server (Miles, Fig. 5, element 36), a link setting means for 
setting a link in a web page stored at a web site on the network in order to move the object 
(Miles, col. 10, lines 45-49), object position management means for determining a page for 
setting a link (Miles, col. 13, lines 38-46) where the object position management means 
controls the link setting means to change a target web page for setting a link (Miles, Fig. 5, 
element 36). 

29. As to claim 19, Miles discloses the invention substantially, as described in claim 18, 
including the object position manager defining a target web page to which the link to is to be 
set and changing the target web page when the predetermined user browses the web pages 
(Miles, col. 10, lines 45-49; col. 10, line 64-col. 11, line 1). 

30. As to claim 21, Miles discloses a storage medium on which input means of a computer stores 
a program in an input-enabled form (Miles, col. 5, lines 42-49) where the program permits a 
computer to perform: a process for permitting a specific object to appear on a specific web 
page stored on a specific server (Miles, col. 10, lines 45-49), and a process for moving an 
object to another page when a user browses the specific web site and selects the object 
(Miles, col. 10, line 64-col. 1, line 1). 

3 1 . As to claim 22, Miles discloses a program transmission apparatus comprising: a storage 
means for storing a program permitting a computer to perform (Miles, col. 5, lines 42-49), a 
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process for permitting a specific object to appear on a web page stored on the web server 
(Miles, col. 10, lines 45-49), and a process for moving an object to another page when a user 
browses the specific web site and selects the object (Miles, col. 10, line 64-col. 1, line 1), and 
transmission means for reading the program from the storage means and for transmitting the 
program (Miles, col. 5, lines 42-49). 

Claim Rejections - 35 USC §103 

32. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

33. Claims 10, 12-17, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miles and further in view of Underwood (U.S. 6,523,027). 

34. As to claim 10, Miles discloses the invention substantially, as described in claim 9, including 
a processor transmitting a notification that the object has been selected (Miles, col. 11, lines 
1-5), but does not teach the deleting and positioning of another object. However, Underwood 
teaches the deletion and creation of another object by the object manager (Underwood, col. 
55, lines 43-45). It would have been obvious to combine the teachings of Miles and 
Underwood to facilitate the integration of the database with the main server (Underwood, 
col. 10, lines 32-36). 
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35. As to claim 12, Miles discloses a computer-based object control system comprising: of web 
servers (Miles, Fig. 3, element 26), a main server for communicating with a predetermined 
web server (Miles, Fig. 3, element 20), but does not teach a main server adding or deleting an 
object from a web page. However, Underwood teaches the main server permitting an object 
to appear in a first specific webpage and to be deleted from a second specific web page 
(Underwood, col. 55, lines 43-45) stored in the web server (col. 2, lines 18-19; Fig. 33). It 
would have been obvious to combine the teachings of Miles and Underwood to facilitate the 
integration of the database with the main server (Underwood, col. 10, lines 32-36). 

36. As to claim 13, Miles discloses the main server detecting that user has selected the object 
(Miles, col. 11, lines 1-5), but does not teach deleting and moving an object to another page. 
However, Underwood teaches deleting and adding an object (Underwood, col 55, lines 43- 
45) to another web page (Underwood, col. 2, lines 18-19). It would have been obvious to 
combine the teachings of Miles and Underwood to facilitate the integration of the third party 
advertiser sites with the main server (Underwood, col. 10, lines 32-36). 

37. As to claim 14, Miles-Underwood discloses the invention substantially, as described in claim 
12, including the main server providing information concerning the location of the object to 
the user (Miles, col. 10, lines 5-8). 
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38. As to claim 15, Miles-Underwood discloses the invention substantially, as described in claim 
14, including providing information concerning the ease of locating the object from the web 
page browsed by the user (Miles, col. 15, lines 59-61). 

39. As to claim 16, Miles discloses a computer-based object control system comprising: an 
object managing means for managing the location of the object on the network and where the 
object management means changes the location of the object on the network to move it 
across the network (Miles, col. 13, lines 36-46), but does not teach an embedded object on a 
web page. However, Underwood does teach an object to be embedded in a web page stored 
at a web page on a network (Underwood, col. 130, lines 59-62). An embedded object is 
usually one that is created using a program that is outside the one in which the object 
currently resides. It would have been obvious to combine the teachings of Miles and 
Underwood to include the use of objects created outside of a web page file, such as 
embedded pictures (Underwood, col. 321, lines 18-19). 

40. As to claim 17, Miles-Underwood discloses the invention substantially, as described in claim 
16, including the object management means correlating the location of the object with a web 

' page browsed by a predetermined user and changes the location of the object when the web 
pages are browsed by the user (Miles, col. 10, line 64-col. 11, line 1). 



41. As to claim 20, Miles discloses an object stored at a web site on a network and the object's 
location on the network is managed by management means which move it from one 



Application/Control Number: 09/855,28 1 Page 1 2 

Art Unit: 2155 

predetermined web page to another (Miles, col. 14, lines 31-34 and 63-66), but does not 
teach an object embedded in a web page. However, Underwood teaches an object which is 
embedded in a web page (Underwood, col. 130, lines 59-62). An embedded object is usually 
one that is created using a program that is outside the one in which the object currently 
resides. It would have been obvious to combine the teachings of Miles and Underwood to 
include the use of objects created outside of a web page file, such as embedded pictures 
(Underwood, col. 321, lines 18-19). 
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Response to Arguments 

42. Applicants 1 arguments filed 10 January 2005 have been fully considered but they are not 
persuasive. 

43. Applicants Argue: With respect to claims 1, 7, 9, 12, 16 and 18, Applicants state the claims 
have been amended "to more clearly recite statutory subject matter." 

44. In response: The examiner respectfully submits that while claim 1 recites a "computer- 
based" method or system respectively, there is nothing in claim 1 which explicitly indicates 
that a computer is performing any of the steps. However, while not explicitly stated in 
claims 7 , 12, and 18 that the steps are occurring in a computer system, the language of the 
claims is such that it appears unreasonable to interpret them as occurring anywhere but 
within a computer network. Therefore, the rejection of claims 7, 12, and 18 are not included 
in this rejection. With respect to claim 9, none of the components of the "system" appear to 
be limited to hardware. It is noted that claim 9 includes the word "processor," which would 
normally be interpreted as hardware; however, a review of Applicants' specification, 
particularly the discussion on pages 5-6 raises a question as to whether this is the case. 
Specifically, the discussion is that a server can be used for the manager, generator and 
processor functions, which suggests that the manager, generator and processor are all 
software. Thus, absent recitation of the server or some other hardware, claim 9 is not limited 
to tangible embodiments, instead being sufficiently broad to encompass software, per se. 
With respect to claim 16, it recites an object control system, which is likewise essentially 
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software per se. Applicants do not explicitly state that computer hardware is present 
anywhere in the system. While claim 16 recites a "computer-based" user guidance method, 
there is nothing in claim 16 which explicitly indicates that a computer is performing any of 
the steps. 



45. Applicants Argue: With respect to claim 20, Applicants state that it "recites an object 
embedded in a web page stored at a web site on a network and Applicants assert that in claim 
20 a clear structure is provided that is tied to a technological art." 



In response: The examiner respectfully submits that the claim is drawn to a technological 
art, however with respect to claim 20, the language of the claim appears to be drawn to non- 
functional descriptive material. An "object" as recited in claim 20 is data, per se, lacking any 
functionality. Even if the object was amended to include functional code, claim 20 fails to 
tangibly embody the object, so it would still be non-statutory. 

46. Applicants Argue: With respect to claim 21, Applicants state that it "recites a storage 
medium on which input means of [a] computer stores a program in an input-enabled form. 
Applicants assert that a program permitting the computer to perform certain functions as 
provided in claim 21, clearly recites statutory subject matter." Additionally, Applicant states 
that claim 22 "recites a program transmission apparatus comprising storage means for storing 
a program that permits a computer to perform certain functions. Applicants assert that in 
claim 22 a clear structure is provided that is tied to a technological art." 
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In response: With respect to Claims 21 and 22, they recite "...said program permitting said 
computer to perform..." which is not substantially equivalent to the program being executed 
by a computer to cause the computer to perform the recited steps. Again, Applicants 5 use of 
the word "permitting" raises a question as to what the claim actually requires. It is unclear 
what program is being stored and whether or not this program explicitly causes the computer 
to perform the steps in the claim. 

47. Applicants Argue: With respect to claims 1,7, 16, 18, and 21, Applicants state that the Miles 
reference "fail to disclose the moving of the object," in regards to aforementioned moving of 
the object Miles "does not contain the disclosure which is necessary to support a claim 
rejection on the basis of inherency," and "fails to disclose an object that is desired to be 
obtained by a user." 

In response: The examiner respectfully submits that Miles outlines a process in which a user 
is guided through predetermined web sites in order to obtain an object (a hyperlink, which 
could be a hyperlinked picture or hyperlinked icon, as discussed in Miles, col. 10, lines 45- 
49) that appears on a specific web site. 

As Applicants have discussed, Miles discloses an Internet scavenger hunt in which a user 
logs onto a game homepage and is presented with an introductory question/clue set for a 
game and has to find the target web page the clue leads to. After the user finds this 
predetermined site, he will see a particular hyperlink on that site leading back to the game 
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homepage, clicking this hyperlink leads him back to the game homepage to enter the answer 
to the question. If the answer the user gives is correct, he is given a new answer/clue set from 
the game homepage which eventually leads the user a different web site that has the same 
hyperlink on it that returns him back to the game homepage. This process of being given 
clues, finding the target web page, and clicking on the hyperlink object on the target page to 
return to the game site repeats until the treasure hunt is completed (Miles, col. 10, line 14 - 
col. 11, line 5). 

As the user makes his way through the various clues and corresponding target web pages, he 
perceives the hyperlink object as moving to a different target page for the answer to each 
clue. For example, the clue Miles discusses is one where the target web page is an 
Amazon.com web page with particular book information on it (Miles, col. 10, lines 14-18). 
The hyperlink object appears on this specific page. Once the user answers the clue correctly, 
the user is given another clue in which the answer and same hyperlink object can be found on 
a different web page. In this way, the hyperlink object appears to be moving to a user as he 
progresses through the scavenger hunt game. 

48. Applicants Argue: With respect to claim 9, Applicants state "Miles fails to disclose that the 
object manager arranges the object at a desired location to guide the user to the desired 
contents on the network... The object, or hyperlink, in Miles does not guide the user to the 
desired content on the network." 
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In response: The examiner respectfully submits that a database which contains information 
about where at least the first game question/clue set can be found and fields for the correct 
referring URLs (Miles, col. 13, lines 36-46) is akin to an object manager as it manages the 
links, which are types of objects. In providing information about where the first game 
question/clue set can be found, the user visits the intended web sites (Miles, col. 4, 48-57) 
and by incorporating the database not accepting a submission of an answer unless it is from 
the correct referring URL, Miles shows guiding the user to specific advertisers' sites. 

49. Applicants Argue: With respect to claim 12, Applicants state "The combination of Miles and 
Underwood fails to disclose a main server that manages the moving of an object. The 
combination also fails to disclose the movement of an object from one web page to another 
web page by permitting the object to appear in a first web page and to be deleted from a 
second web page " 

In response: The examiner respectfully submits that Miles discusses a server (Miles, col. 9, 
lines 5-10) that contains the database (Miles, col. 10, lines 5-8) that manages the moving of 
the object, which is discussed above in the responses to claims 1 and 9. Thus Miles teaches a 
main server moving an object. Miles also discusses a specific object appearing in a first 
specific web page, as an example a hyperlink on a page of the Amazon.com site (Miles, col. 
10, lines 45-49). Underwood discusses an e-commerce architecture that provides a connected 
interface between a first and second server, which is similar to the connection shown and 
discussed in Miles' Fig. 3, elements 20 and 26. Miles states that usually advertiser sites are 
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hosted on resources other than the main server (Miles, col. 9, lines 19-22), and therefore a 
connection between the two must occur in order to allow users to follow the given clues. 
Underwood teaches deletion of an object from a database, which would be similar to deletion 
of a link from the server on the database on the main server and thus the webpage that link 
appeared upon. 

50. Applicants Argue: With respect to claim 20, Applicants state "The combination of Miles and 
Underwood fails to disclose an object that moves from a predetermined web page to another 
web page." 

In response: The examiner respectfully submits that the limitations are discussed above for 
claims 1 and 9. 

51 Applicants Argue: With respect to claims 12, 16, and 20, "There is clear lack of motivation 
to combine the references." 

In response: In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining 
or modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 
F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 958 F.2d 347, 21 USPQ2d 1941 
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(Fed. Cir. 1992). In this case, Underwood discusses an e-commerce architecture that 
provides a connected interface between a first and second server, which is similar to the 
connection shown and discussed in Miles' Fig. 3, elements 20 and 26. Miles states that 
usually advertiser sites are hosted on resources other than the main server (Miles, col. 9, lines 
19-22), and therefore a connection between the two must occur in order to allow users to 
follow the given clues. Therefore, the motivation stands as it would have been obvious to 
combine the teachings of Miles and Underwood to facilitate the integration of third party 
advertiser sites with the main server (Underwood, col. 10, lines 32-36). 
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Conclusion 

52. THIS ACTION IS MADE FINAL. Applicants is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 



A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

53. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alicia Baturay whose telephone number is (571) 272-3981. The 
examiner can normally be reached at 7:30am - 5pm, Monday - Thursday, and every other 
Friday. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Hosain Alam can be reached on (571) 272-3978. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



Alicia Baturay 
April 12, 2005 




HOSA1N ALAM 
3UPHRVISGF!Y PATENT E 



EXAMINER 



